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DETAILED ACTION 

1 . This application has been examined. The RCE and amendment filed 8/23/04 
have been entered. 



2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as 
set forth in section 102 of this title, If the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter as a whole would have been obvious 
at the time the invention was made to a person having ordinary skill in the art to which said 
subject matter pertains. Patentability shall not be negatived by the manner In which the invention 
was made. . - " 

3. Claims 1-30 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Rivette et a! (6389434) and Strahorn et al (5933140) 

4. Regarding claim 1 , Rivette et al show a computer implemented method for 
annotating a system (abstract, Figures 6a, 7a-b, 20, column 4 lines 1-10). The system 
has a display for displaying an immutable (non-modifiable) page of a document having 
objects (column 10 lines 17-25, column 9 lines 27-40). The system receives an 
indication that an object is to be annotated in the page of the document (column 1 1 lines 
10-20, Figures 15, 16, 17, column 12 lines 45-50), and provides a window to the user 
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having a portion for receiving the annotation of the object and a portion for allowing 
navigation to another object annotation (column 1 1 lines 33-38, 43-48, 55-65, column 
12 lines 43-68, column 13 lines 29-35). Rivette et al do not show directly navigating to 
the other annotation, but rather go through the object. Nevertheless, Rivette et al 
mention efficient navigation of sub-notes. Furthermore, Strahorn show efficient 
navigation of help sub-notes by direct navigation between the sub-notes (Figure 3, 
column 4 lines 8-30 and 45-59). It would have been obvious to a person with ordinary 
skill in the art to have the direct navigation between the annotations, because it would 
provide an efficient navigation of sub-notes. 

5. Regarding claim 2, the system receives a selection of the object and a menu item 
is selected to provide the window (for example Figures 9, 16, column 14 lines 15-24). 

6. Regarding claim 3, the system receives user input and displays another 
annotation (column 13 lines 10-15). 

7. Regarding claim 4, the non modifiable document page is maintained irrespective 
of the annotation display (column 15 lines 15-26). 

8. Regarding claims 5-6, multiple annotations may be made, in which then multiple 
non modifiable pages are displayed which may overlie (column 1 1 lines 25-50, Figure 
30, 31b, 32. column 15 lines 35-47, column 17 lines 14-24). 
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9. Claims 13-18 have the same features as claims 1-6 and are rejected for the 
same reasons. 

10. Regarding claim 25, in addition to the aforementioned, note the storage device 
(column 9 lines 58-68) which implicitly determines the file position of the object I order to 
access it (column 10 lines 1-7). 

1 1 . Regarding claim 28, in addition to the reasons given for claim 25, note also the 
data fields (column 19 lines 30-60). 

12. Regarding claim 7, in addition to the aforementioned, Rivette et al do not ^ 
specifically mention displaying an indication that the text annotation has been stored in 
conjunction with an object on the non modifiable page, but as shown above the 
annotation is displayed in conjunction with an object on the page. The system also has 
storage capabilities and furthermore retrieves and loads annotations (column 12 lines 
60-68 and column 13 lines 1-16) in an organized way. It would have been obvious to a 
person with ordinary skill in the art to store the annotation with the object on the page, 
because it would provide a convenient way to later retrieve and load the annotations in 
an organized way. 
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13. Regarding claim 8, the position of the object is determined (Figures 7a, 8, 9, 10). 
It would have been obvious to a person with ordinary skill in the art to store the position 
and annotation in a separate area from the document, because it would provide a 
convenient way to later retrieve the information in an organized way. 

14. Regarding claims 9 and 10, note the stylus and mouse (column 10 lines 28-32, 
column 14 lines 30-38). 

1 5. Regarding claims 1 1 and 12, in addition to the aforementioned, it would have 
been obvious to a person with ordinary skill in the art to count bytes to determine the 
position of the object, because it would provide a thorough way to track a position for 
later retrieval. This may be accomplished by counting bytes from the beginning of the 
page to the annotation, using another object as a middle point. 

16. Claims 19-20 show the same features as 7-8 and are rejected for the same 
reasons. In addition, it would have been obvious to a person with ordinary skill in the art 
to store the annotation and position in a modifiable portion of the document, because it 
would provide convenient retrieval to mutually modifiable portions. 

17. Claims 21-24 and 26-27, 29-30 show the same features as 1-12 and are rejected 
for the same reasons. 
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18. Claims 31-57 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Rivette et a! (6389434) and Strahorn et a! (5933140) and Adier et al (6675356). 

19. Regarding claims 31-57, note that these claims show the same features recited 
in the same format as claims 1-30 respectively, with the additional feature that the 
portion of the window allows the user to directly navigate to at least one of the previous 
and next annotations of another object of the document. Rivette et and Strahorn et al 
do not show this specific feature, but both show efficient navigation of annotation notes. 
It would be obvious to a person with ordinary skill in the art to find a database or data 
merging system to combine with the invention suggested by Rivette et al and Strahorn 
et al, to help with efficient navigation of annotation notes. In fact, AdIer et al show that 
such system: AdIer et al allow a user to directly navigate to at least one of the previous - 
or next annotations of another object of the document (Figures 4, 15, 19, column 4 lines 
42-55, column 8 lines 40-65, column 9 lines 60-67) to help efficient navigation of 
annotation notes. It would have been obvious to a person with ordinary skill in the art to 
have this feature of AdIer et al in the system suggested by Rivette et al and Strahorn et 
al, because it would helpicient navigation of annotation notes. 

20. Applicant's arguments filed regarding claims 1-30 have been fully considered but 
they are not persuasive. As mentioned, the crux of applicant's arguments lies in the 
interpretation of the combination of Rivette and Strahorn. The claim language is still 
broad, and Strahorn does show navigation between notes, even if those notes 
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themselves are HTML based. It is irrelevant whether the combination would yield 
navigation of web pages or not, given the claim recitation; however, the art as combined 
does not simply reflect the navigation of web pages on a browser. Navigation is 
performed between annotation notes. 

Per applicant request, initialed copied of the missed I OS's are enclosed with this 
Office Action. 

21 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Steven P Sax whose telephone number is 571-272- 
4072. The examiner can normally be reached on M-F 8:30AM - 5:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kristine Kincaid can be reached on 571-272-4063. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). ^ - - , 




